03/29/2004 10:35 FAX 609 924 3036 



MATHEWS COLLINS SHEPHERD 



©004 



09/993,192 

REMARKS 

Claim 17 is pending. Upon review of the specification the Applicants herein respectfully 
request the Examiner to amend the specification to correct a clerical error. 1 

Rejections under 35 USC §112, paragraphs 1 and 2 

The Applicants now present amended claim 17 to require an isolated nucleic acid 
comprising SEQ ID NO:3. Since the Applicants unambiguously describe the structure of SEQ 
ID NO:3 in the written description, and the claim merely requires an isolated nucleic acid 
comprising SEQ ID NO:3, the Applicants respectfully submit to the Examiner that the issues of 
possession and description are now obviated in view of the state of the art at the time of the 
invention. 

Accordingly, the Applicants respectfully request the Examiner to withdraw both 
rejections. 

Rejection under 35 USC §102(b) 

Rhee, et at., however, cited by the Examiner is the instant Applicants' very own 
published application from which priority is properly claimed as acknowledged by the U.S. 
Patent and Trademark Office in the Official Filing Receipt included herewith. Accordingly, as 
discussed supra this issue is moot. However, even if the Applicants did not have priority to U.S. 
Sen No. 09/674,617, filed January 3, 2001, the September 8, 2000 publication of that 
application, i.e., WO 00/52133, is not available as a prior art reference under 35 USC § 102(b) 
because it published less than a year before the filing date of the instant application. 

The Applicants therefore respectfully request the Examiner to withdraw the rejection. 



1 SEQ ID NO:3 is the base sequence of the KEX1 gene. Specification page 10, lines 10-13. 



PAGE 4/14 * RCVD AT 3/29/2004 10:35:51 AM (Eastern 



4 

Standard Time] • SVR:USPTO-EFXRF-1/0 • DNIS:8729308 ■ CSID:609 924 3038 * DURATION ( m m-ss):05-26 



03/29/2004 10:36 FAX 609 924 3036 



MATHEWS COLLINS SHEPHERD 



(21005 



09/993,192 



CLAIM TO PRIORITY 



The Applicants' priority claim to U.S. Ser. No. 09/674,617, filed January 3, 2001 is 
properly confirmed by the U.S. Patent and Trademark Office in two separate Official Filing 
Receipts included herewith. 

Claim to Priority 

The Applicants respectfully point out that no special language is required in making the claim for 
priority, per se 9 and any expression which can be reasonably interpreted as claiming the benefit 
of the application is accepted as the claim for priority. The claim for priority may appear in the 
oath or declaration the application transmittal letter. 2 The Applicants also respectfully point out 
to the Examiner that the term "application" as used in 37 CFR §178 discussed infra necessarily 
refers to all documentation filed at the time of the application for patent to receive a filing date as 
well as properly entered additions and amendments thereto. See, 35 USC §111. 

37 CFR 1.78 under (a)(2)(i) specifically requires: 

[A]ny nonpro visional application claiming the benefit of one or more prior- filed copending 
nonprovisional applications or international applications designating the United States of 
America must contain qt be amended to contain a reference to each such prior-filed application 
(emphasis added). 

37 CFR 1/78 (a)(2)(H) further requires: 

This reference must be submitted during the pendency of the later- filed application. If the later- 
filed application is an application filed under 35 US.C 111(a), this reference must also be 
submitted within the later of four months from the actual filing date of the later-filed application 
or sixteen months from the filing date of the prior-filed application . . . These time periods are not 
extendable. Except as provided in paragraph (a)(3) of this section, the failure to timely submit 
the reference required by 35 U.S.C. 120 and paragraph fa¥2)fi) of this section is considered a 
waiver of any benefit under 35 U.S.C. 120, 121, or 365(c) to such prior-filed application 
(emphasis added). 

2 &e,e.g.,MPEP §201. 14(b) 13. 
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37 CFR 1.78 (a)(2)(iii) then requires, in addition to (i) and (ii): 

If the later-filed application is a nonprovisional application, the reference required by this 
paragraph must be included in an application data sheet (§ 1.76), or the specification must 
contain or be amended to contain such reference in the first sentence following the title 
(emphasis added). However, the Applicants respectfully point out, no timeframe is expressly 
provided for this additional requirement. 

The Facts of the Application 

The 1.78(a)(2)(i) "reference" was present in the application as filed* 

As required under 37 CFR 1.78(a)(2)(i), the originally filed application for patent contained a 
reference to each prior- filed copending nonprovisional application and international application 
from which priority was claimed. 3 Accordingly, the claim to priority per se was present in the 
original application for patent. In other words, the "reference" under 1 .78(a)(2)(i) was present in 
the original application. 

The term "reference" under 1.78(a)(2)(H) refers to the same "reference" required under 
L78(a)(2)(i). 

1 .78(a)(2)(ii) specifically begins by referring to "this reference . . Therefore/the term 
"reference" as used in 1 .78(a)(2)(ii) necessarily refers to the same "reference" in 1 -78(a)(2)(i). 
Please recall, however, that as recited in 1 ,78(a)(2)(i) the application for patent, i.e., the 
documentation, must contain the "reference" or be amended to contain the "reference". 
1.78(a)(2)(ii) then requires "this reference must also be submitted within the later of four months 
from the actual filing date of the later-filed application or sixteen months from the filing date of 
the prior-filed application." Accordingly, 1 .78(a)(2)(ii) necessarily refers to the ability to amend 
the application within the specified time frame to contain the "reference" required under 
1 .78(a)(2)(i). Since the originally filed papers provided the "reference" no amendment was 
necessary to satisfy this requirement, per se. 



3 Copies of the original filing papers and filing receipt, for example, axe attached hereto. 
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37 CFR US (a)(2)(iii) additionally requires the specification to contain or be amended to 
contain a cross-reference in the first sentence following the title. However, no time frame is 
expressly required for this amendment. 

The Applicants respectfully submit that the claim to priority as required under 37 CFR 
1*78 (a)(2)(i) and (ii) was present upon filing the application. Requiring the Applicants to 
Petition the Commissioner for Acceptance of an Unintentionally Delayed Claim for Priority in 
this case is analogous to a physician compelling chemotherapy for a condition that does not exist. 
37 CFR 1.78 (a)(3) particularly states that if the "reference" [under 1 .78(a)(2)(i)] is presented 
after the 1.78(a)(2)(ii) time period a Petition To Accept An Unintentionally Delayed Claim For 
Priority must be filed. The rule expressly states that the Petition must be accompanied by a 
statement that the entire delay between the date the claim was due under paragraph (a)(2)(H) and 
the date the claim was filed was unintentional 

The Applicants have indeed attempted to amend the specification in view of the application as 
filed to satisfy this requirement, i.e., in the Amendment filed November 4, 2003. The 
Applicants, again, respectfully request the Examiner to enter the amendment as presented on 
November 4, 2003, i.e., please insert the following paragraph just beneath the title of the 
invention at page 1 of the specification: 

-This application is a divisional of application U.S. Sen No. 09/674,617, filed January 3, 
2001, now abandoned, from which priority is indicated herein under 35 USC §371 
PCT/KR00/00173, filed March 4, 2000 (International Publication No. WO 00/521 13, published 
in English on September 8, 2000) and Republic of Korea application 10743, filed March 3, 2000, 
and Republic of Korea application 7177, filed March 4, 1999.-- 

* * * 

For all the foregoing reasons, the Applicants submit that claim 17 is in condition for 
allowance. Early action toward this end is courteously solicited. 
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The Commissioner is authorized to charge any deficiency or credit any overpayment i 
connection herewith to Deposit Account NoJ3~2165. 



MATHEWS, COLLINS, SHEPHERD & McKAY P A 
100 Thanet Circle, Suite 306 
Princeton, New Jersey 08540-3662 
Telephone: (609) 924-8555 
Telecopier: (609) 924-3036 



Patrick H. Higgins' 
Reg. No. 39,709 
Attorney for Applicant 




Date: March 29, 2004 
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(Only for new nonprovisional applications under 37 CFR 1.53(b)) 



Total Pages in this Submission 
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TO THE ASSISTANT COMMISSIONER FOR PATENTS 
Box Patent Application 
Washington, D.C. 20231 

Transmitted herewith for filing under 35 U.S.C. 1 1 1(a) and 37 C.F.R. 1.53(b) is a new utility patent application for an 
invention entitled: 



Hansenula Polymorphs Mutants and Process for the Preparation of Recombinant Proteins Using the Same 



and invented by: 



Rhee, S. et aL 



If a CONTINUATION APPLICATION, check appropriate box and supply the requisite information: 

□ Continuation K) Divisional □ Continuation-in-part (CI P) of prior application No.: 09/674,617 
Which is a: 

□ Continuation □ Divisional □ Continuation-in-part (CIP) of prior application No.: 

Which is a: 

□ Continuation □ Divisional □ Continuation-in-part (CIP) of prior application No.: 



Enclosed are: 

Application Elements 

1 . IS Filing fee as calculated and transmitted as described beiow 

2. (3 Specification having 42 pages and including the following: 
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